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Administrative Instructions under the Patent Cooperation Treaty 

ANNEX B 
UNITY OF INVENTION 

(a) Unity of invention. Ru[e_1 3,1_ deals with the requirement of unity cf invention and states the principle that an international 
a \ lie t ii n r h n n I i i t >n iti 
one international application Is only permitted If ail Inventions are so linked as to form a single genera; inventive concept. 

(b) Technical Relationship. Rule 13.2 defines the method for determining whether the requirement of unity of invention is 

• it u tt r , nai application. Unity of Invent*!-, exists only when there is 

a technical relationship among the claimed inventions involving one or more of the same or corresponding "special technical 
fcttnrfo The t xf > hi c Rue 32,> ii f ti an r at iefmt i 

contribution which each of the inventions, considered as a whole, makes over the prior art. The determination is made on the 
o >ni:en o laim ; erf 

(c) Independent and Dependent Claims. Unity of invention has to be considered in the first place only in relation to the 

en. *sp*- «.-nt i and not the dependent claims. By "dependent" claim is meant a claim which 

C > lid ill t ( ( I UK - . I H tj 1 I 

claim ielem j - f ^ " t - -nt n i - I a example, product, 

process, use o: apparatus :>■■ mean;;, etc.). 

(I) If the independent claims avoid the prior art and satisfy the requirement of unity of invention, no problem of lack of unity 
arises in respect of any claims that depend on the independent claims. In particular, it does not matter if a dependent 
claim Itself contains a further invention. Equally, no problem arises in the case of a genus/species situation where the 
genu; cam< h t < < es i - the 035 e o f * i >n ; ^aton 

where the subcombination claim avoids the prior art and the combination claim includes all the features of the 
subcombination, 

it - < , 1 Ik f h h t I £ u 

between all the claims dependent on that claim needs to be carefully considered, if there Is no link remaining, an objection 
of tack of unity > posterior: (met i a in only A < a < < m of the prior a may be raise;;. Similar considerations 
apply in the case of a genus/species or combinatlon/subcombination situation. 

(iii- This method for determines whether unity of invention exists is intended to be applied even before the 
commencement of ti-s t< atlo \ search. Where a search of the prior art is made, an initial determination of unity of 
invention, based on the assumption that ttie claims avoid the prior an, may be reconsidered on the basis of the results of 
the search of the prior ait. 

(d) illustrations of Particular Situations. There are three particular situations for which the method for determining unity of 
invention contained in Rule 13.2 is explainer; In greater detail: 

(i) combinations of different categories of claims; 

(ii; so-called "Markush practice"; and 

i 1 1 o i e - e - , yy 

Principles for the interpretation of the method contained in Rule 13.2. In the context of each of those situations are set out 
below. I it i n J phi options to the 

requirements of Rule 13.2. 

Examples to assist in understanding the Interpretation on the three areas of special concern referred to In the pie s • 
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paragraph are set out below. 

(e) Combinations of Different Categories of Claims. The method for determining unity of invention under Rule 13.2 shall 
be con-tim d a ir it in i > 

in the same international application: 



i , n i - n , ir 3 i i • 1. > , i . In 

manufacture of the said product, and an independent claim for a use of the said product, or 



ii in , ii a \ < [ ( if ii i 1 p m --pfc-riliccsllv 

designed for carrying out the said process, or 

(ill) in addition to an independent claim for a given product, an Independent claim for a process specially adapted for the 
manufacture of the said product and an independent claim for an apparatus < ne « pec ca«y iesigned for carrying 
out the said process, 

ii being understood thai a process i special adapted for < manufacture of a product if h inherently results the pn < tn t 
ri J Im iii ip ■> r carrying out a process if the contribution over the prior art of the 

apparatus or means corresponds to the contribution the process mai<es over the prior art. 

} hu i pu < , >' i > J < In w 

results in the claimed product with the technical relationship being present between the claimed product and claimed process. 
The words "specially adapted" a-e not intended to imply that the product could not also be manufactured by a different 
process. 

Also an apparatus or means shall be considered to be 's i >i ; e J" a claimed process if the 

contribution over the prior art of the apparatus or means corresponds to the contribution the process makes over the prior art. 
Con ,t nily, it wc j \ ■ c . i i ha . a c , jul t! e 

claimed process. However, the expression "specifically designed" does not imply that the apparatus or means could not be 
used for carrying out another process, nor that the process could not be carried out using an alternative apparatus or means. 

(f) "tVSarkush Practice." "i e si-uatio -' - } the so • i "? ; practice" wher ia< - !< aim defines a er ative 
(chemical or non-chemical) Is also governed by Rule 13.2. in this special situation, the requirement of a technical 
in e t >i i i < > defined in Rule 13.2 , shai! be considered to be 

met when the alternatives are of a similar nature. 



i i « in ! n h j if t ir il sr 

nature where the following criteria are fulfilled: 

(A) all alternatives have a common property or activity, and 

(B) (1) a common structure is present. ; ,e . a significant structural element Is shared by all of the 
alternatives, or 



(B)(2) in cases where the common structure cannot be the unifying criteria, all alternatives 
belong to a recognized class of chemical compounds in the art to which the invention pertains. 

ii:} In paragraph (f)(i)(B)(1 ), above, the words "significant structural element is shared by aii of the alternatives" refer to 
cases where the compounds share a common chemical structure which occupies a large portion of their structures, or in 
case the compounds have in common only a small portion of their structures, the commonly shared structure constitutes a 
structurally distinctive portion in view of existing prior art. and the common structure is essential to the common property 
or activity. The structural element may be a single component or a combination of individual components linked together. 

(iii) in paragraph (f)(i)(B)(2) , above, the words "recognized class of chemical compounds" mean that there Is an 
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expectation from the knowledge in the art that members of the class will behave in the same way In the context of the 
claimed invention in other words, each member could be substituted one for the other, with fhe expectation that the same 
intended result would be achieved. 

(iv) The fact that the alternatives of a Markush grouping can be differently classified shall not, taken alone, be considered 
U i •- \ > , aok of unity of invention. 

(v) When dealing with alternatives, if it can be shown that at least one Markush alternative is not novel over the prior art, 
the question of unity of inversion shall be reconsidered by the examiner. Reconsideration does; not necessarily imply I hat 
an objection of lack of unity shall do raised, 

(g) Intermediate and Finaf Products. The situation involving intermediate and fine! products is also governed by Rule 13.2. 

i t v 1 1 t s ) t t j r < " r h pt x ; j x -hi- ob ty -o be 

used to produce final products through a physical or chemical change in which the intermediate loses Its Identity. 

it*, ; e J to be present in the context of intermediate and final predicts where the 

following two conditions are fulfilled: 

(A) the Intermediate and final products have the same essential structural element, in that: 

(1) the basic chemical structures of the intermediate and the final products are 
the same, or 

/ tec c i t . l ' \ ill, , ;-e , 

inferrc atod the intermediate in t t I elern snt "to 

the final product, and 

(B) the 'it and fine! products are technically lnferreia;eo\ > meaning that the ma 
product Is manufactured directly from the intermediate or is separated from it by a small number 
of intermediates ail containing the seme essential structural element 

tin f tint of ^ 5 1 a I ) \ , v v t - ' - It i fb< 

structures are not known — for example, as between an intermediate having a known structure and a final product the 
iU ( tun it jvb f i > I i »i 
structure, in order to satisfy unity in such cases, there shall be sufficient evidence to iead one to conclude that the 
intermediate ana final products are teennioaiiy ciosely interrelated as, >r example In the inter mediate contains the 
same essential element as the final product or incorporates an essential element Into the final product. 

i ) if i ) t i > , t , - i , in" < n e ■ i processes 

for the preparation of the final product, provided that they have the same essentia! structural element. 

(v) The intermediate and final products shall not be separated. :n the process leading from one to the other, by an 
intermediate which is not new. 



(vi) if the same international application claims different intermediates for different structural carts of the final product, 
unity shall not be regarded as being present between the intermediates. 

(vii) if the intermediate and final products are families of compounds, each Intermediate compound shall correspond to a 

i It < « a jf h- 1 i i H it t ' )u< t , - <iu 

compounr ' flu f r of hen f nit ^ruent. 

(h) As long as unity of invention can be recognized applying the above interpretations, the fact that, besides the ability to be 
used to produce final products, the intermediates also exhibit other possible effects or activities shall not affect the decision on 
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unity of invention. 



(i) Rule 13.3 requires that the determination of the existence of unity of invention be made without regard to whether the 
inventions are chimed i c >a a e claims or e alternatives within a slngis claim. 



(|) Rule 13.3 :s not intended to constitute an encouragement to the use of alternatives within a single claim, but is intended to 
flariythdf he u it Tim f if c <-t i r r r e i rj ir-rtr Rule ! 5 2 remains tht 

same regardless of the form of claim used. 

(k) Rule 1 3 * 1 ii i< ntei i e limin Exam in > \\ a Orhce from objecting to 

alternatives being contained within a single claim on the oasis of considerations such as clarity, tne conciseness of claims or 
the claims fee syoiem applicable in thai: Authority or Office. 

(I) Example-, g he PCI 

Internationa! Search and Preliminary Examination Guidelines. 
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